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3 Trademark Cases To Watch In 2019
By Bill Donahue

Law360 (January 1, 2019, 12:03 PM EST) -- It's going to be another busy year in the world of
trademark law, from a "Honey Badger" free speech case to a battle between the Boy Scouts and the
Girl Scouts to a U.S. Supreme Court case over trademark owners who go bankrupt. To get ready for
the year ahead, here are the cases you need to watch.

  
Honey Badger Can Sue

  
A ruling last year by the Ninth Circuit on “Honey Badger” greeting cards set the stage for a new
trial in 2019 — one that will be watched closely by attorneys interested in the balance between
trademark law and free speech.

  
The ruling, issued in June and slightly amended in November, revived an infringement lawsuit filed by
the creator of the “Honey Badger Don’t Give A S***” viral videos over a series of unauthorized
“Honey Badger Don’t Care” greeting cards.

  
The decision raised eyebrows for some trademark attorneys, due to what it said about the careful
balance courts have struck between the speech restrictions imposed by the Lanham Act and speech
rights granted by the First Amendment.

  
“The Ninth Circuit may have shifted the balance between trademark law and free speech,” said Eric
Ball, a partner and trademark litigator at Fenwick & West LLP.

  
Historically, courts have tilted that balance toward free speech. Under a longstanding precedent
known as the Rogers test, a trademark owner can only sue if the use of their mark in an expressive
work was artistically irrelevant to the work or it explicitly misleads consumers. Both are tough to
prove, and lawsuits over the use of trademarks in movies, books and other creative works are rarely
successful.

  
In its ruling on the “Honey Badger” cards, the Ninth Circuit seemed to make that second prong a bit
easier to prove.

  
A trial judge who dismissed the lawsuit had ruled that a creative work would need to include some
kind of “affirmative statement” of purported sponsorship to explicitly mislead customers, but the
Ninth Circuit said this was an overly rigid approach.

  
“In some instances, the use of a mark alone may explicitly mislead consumers about a product’s
source if consumers would ordinarily identify the source by the mark itself,” the court wrote.

  
The ruling sent the case back to a district court for more proceedings and an eventual jury trial. How
that trial plays out — particularly how jurors apply the court’s updated stance on the Rogers test —
will be must-see trademark litigation.

  
“This may increase the risk for artistic works and their use of third-party marks,” Ball said, referring
to the Ninth Circuit’s tweaked approach. “The way the jury comes out will be an important bellwether
for First Amendment defenses to trademark claims.”

  
The case is Christopher Gordon v. Drape Creative Inc. et al., case number 16-56715, in the U.S.
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Court of Appeals for the Ninth Circuit.
  

Battle of the Sexes
  

The Girl Scouts filed a trademark lawsuit in November over the Boy Scouts’ recent decision to
admit girls, setting up an unusual fight between two organizations that long co-existed in peace.

  
The story began last year, when the Boy Scouts of America announced that it would admit girls to its
ranks; in May, it went a step further and announced it would drop the “Boy” and become simply
“Scouts.”

  
That change didn’t sit well with the Girl Scouts of the United States of America. In their lawsuit, the
Girl Scouts said the change in membership and the change in name had turned the Boy Scouts into
trademark infringers.

  
“Only GSUSA has the right to use the ‘Girl Scouts’ and ‘Scouts’ trademarks with leadership
development services for girls,” the group wrote. “To the extent BSA wishes to open its programs to
girls, it cannot do so using GSUSA’s intellectual property.”

  
The case is an unusual fact pattern, to say the least: A group with a century-long use of its name
being sued for trademark infringement by a group that’s used a similar name for nearly as long —
not because of a major change of the mark or the services, but about who it admits as members.

  
“Their real beef seems to be over the policy change,” said Tom Williams, a partner and trademark
litigator at Ulmer & Berne LLP. “They’re attempting to push back on that policy under the guise of a
trademark lawsuit, but I think trademark law is a rough fit.”

  
The case poses a sticky situation for the Boy Scouts. A defendant in the group’s position might
typically argue that “Scouts” is a descriptive or even generic trademark, but that’s not exactly an
outcome that the Boy Scouts want either.

  
But it’s also hard to envision an easy settlement.

  
“The Boy Scouts organization is not going to want to refer to its new female members as boy scouts,
nor are female members going to want to be called 'Boy Scouts,'” Williams said. “It's going to be
tricky to arrive at a settlement.”

  
An initial conference is set for late January.

  
The case is Girl Scouts of the United States of America v. Boy Scouts of America, case number 1:18-
cv-10287, in the U.S. District Court for the Southern District of New York.

  
Bankrupt Brands

  
The Supreme Court is set to rule this year on what happens to a trademark license when the brand
owner goes bankrupt — an important question for trademark attorneys that has deeply split the
circuits.

  
Bankruptcy law gives a debtor the right to “reject” contracts in order to free itself of obligations, but
it contains an exemption for deals involving patents, copyrights and other forms of intellectual
property. The idea is that if someone built a business around licensed IP rights, it would be unfair for
them to suddenly lose those rights just because the licensor went belly-up.

  
Just one problem: When Congress created that licensing carveout in 1988, it listed the various forms
of intellectual property that would be covered and trademarks weren’t mentioned. That lack of
guidance has led courts to a circuit split, with some courts allowing such rejections and others not.

  
In October, the justices agreed to tackle that uncertainty by granting certiorari in a case called
Mission Product Holdings v. Tempnology. Earlier last year, a lower court said Tempnology LLC, an
insolvent trademark licensor, could revoke a trademark license it had granted to Mission, an apparel
retailer.

https://www.law360.com/articles/1099554
https://www.law360.com/companies/boy-scouts-of-america
https://www.law360.com/firms/ulmer-berne
https://www.law360.com/cases/5be1dd43fb92c36481d84ad3
https://www.law360.com/articles/1096260


1/2/2019 3 Trademark Cases To Watch In 2019 - Law360

https://www.law360.com/articles/1108751/print?section=appellate 3/3

 
Trademark and bankruptcy attorneys are closely watching what the court says, hoping for a clear set
of rules on how to cleanly craft licensing agreements that account for potential bankruptcies.

  
“It’s a big issue that does come up a lot in the context of bankruptcy,” said Dyan Finguerra-
DuCharme, a partner at Pryor Cashman LLP. “At the end of the day, the impact of this case will be on
the drafting stage.”

  
Briefing has begun at the high court and arguments will take place this spring.

  
The case is Mission Product Holdings Inc. v. Tempnology LLC, case number 17-1657, at the Supreme
Court of the United States.

  
--Editing by Kelly Duncan and Alyssa Miller.
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